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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 1 02 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

2. Claims 1, 3-8, and 10, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Deady (2,265,804) in view of Politzer et al. (2,804,728). 

Regarding claims 1, Deady discloses a device comprising: a cup-shaped core (formed 
by nozzle 10 and pocket 16) having a cylindrical profile, an exterior wall, and a hollow interior 
region; a shaft 13 containing a connecting means 7 capable of connecting the device to the 
dental rotary instrument and capable of avoiding vibration around a rotation axis of the core 
during rotation; a hydrophilic sponge 12 covering the exterior wall of the core; and a latch plate 
(clamp 15) fixing the hydrophilic sponge to the core (Figs. 1-2). The sponge is inherently 
capable of being immersed in water prior to operation. 

Note that the recitation "a prophy chip, mounted on a top..." has not been given 
patentable weight because the recitation occurs in the preamble. A preamble is generally not 
accorded any patentable weight where it merely recites the purpose of a process or the intended 
use of a structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand alone. 
See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 
152, 88 USPQ 478, 481 (CCPA 1951). Furthermore, it has been held that a recitation with 
respect to the manner in which a claimed apparatus is intended to be employed does not 



Application/Control Number: 10/524,991 Page 3 

Art Unit: 3732 

differentiate the claimed apparatus from a prior art apparatus satisfying the claimed structural 
limitations. In this case, merely calling/claiming a prophy chip in the preamble is more or less an 
intended use and does not convey structural limitations. 

Deady discloses the invention substantially as claimed except for the hydrophilic sponge 
being a grindstone sponge comprising a grindstone therein (claim 1). It is well known in the art 
of polishing and cleaning that grindstone and/or abrasive grains are embedded into a sponge to 
clean and polish surfaces. For example, Politzer et al. disclose a sponge 1 0 having abrasive 
material 14, e.g. powdered or ground pumice sand, emery, carborundum, etc., embedded 
therein (Fig. 1 ; column 2 lines 8-24). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify Deady by embedding a grindstone, i.e. 
abrasive material such as carborundum, into the hydrophilic sponge in order to provide the 
sponge an abrasive surface that effectively cleans and polishes surfaces. In the case of 
cleaning the skin, such finely grounded or powdered abrasive material would effectively cleans 
and exfoliate the skin. 

As to claims 3-8 and 10, Deady discloses the core comprising water and/or soap, which 
inherently is a foaming and/or coating agent, which is to be discharged through the pores 14 of 
core 13 (Figs. 1-4; column 1 lines 60-64). The exterior portion 16 of the core is a nonwoven, 
hydrophilic, flexible, three-dimensionally, continuous, and porous film capable of conducting a 
solution (column 2 lines 34-48). Note that the core 13 is directly connected to shaft H. 

3. Claim 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Deady in 
view of Politzer et al., and further in view of Hirota et al. (JP 2002053469). 

Deady/Politzer discloses the invention substantially as claimed except for the grindstone 
being specifically a grindstone of Ca 10 (PO 4 )6(OH) 2 . 
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Hirota et al. disclose a composition containing Caio(P0 4 )6(OH) 2 for rubbing onto the skin 
(see enclosed Derwent description). It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify Deady/Politzer by utilizing such particular 
grindstone of Cai 0 (PO 4 )6(OH) 2 embedded in the sponge in order to effectively clean and 
exfoliate the skin, while enhancing immunity as taught by Hirota et al. 

4. Claims 1 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over St. 
Cyer (5,052,840) in view of Politzer et al. (2,804,728). 

St. Cyer discloses a device (refer to Figs. 4-5) comprising: a cup-shaped core 110 
having a cylindrical, cupped, or disk profile, an exterior wall and a hollow interior region; a shaft 
14 (or best shown as 214 in Fig. 6-8) having a connecting means; a hydrophilic sponge 126 
covering the exterior wall of the core 110; and a latch plate 120 fixing the hydrophilic sponge to 
the core. Note that the sponge is inherently capable of being immersed in water prior to 
operation. 

St. Cyer however is silent to the hydrophilic sponge being a grindstone sponge 
comprising a grindstone therein (claim 1). It is well known in the art of polishing and cleaning 
that grindstone and/or abrasive grains are embedded into a sponge to clean and polish 
surfaces. For example, Politzer et al. disclose a sponge 10 having abrasive material 14, e.g. 
powdered or ground pumice sand, emery, carborundum, etc., embedded therein (Fig. 1; column 
2 lines 8-24). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify St. Cyer by embedding a grindstone, i.e. abrasive material such 
as carborundum, into the hydrophilic sponge in order to provide the sponge an abrasive surface 
that effectively cleans and polishes surfaces. 

As to claim 9, note that the sponge 126 is folded over an edge of the wall 108 into the 
hollow interior region of the core 110 and gripped by the latch plate 120 (Fig. 5). 
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Response to Arguments 

5. Applicant's amendments/arguments filed 07/06/2009 have been fully considered but are 
not persuasive. Applicant argued that the recited preamble "prophy chip mounted on top of a 
dental rotary instrument..." should be given patentable weight. However, the examiner 
maintains that there are no structural limitation(s) conveyed in "prophy chip" or "dental 
rotary instrument" as recited in the preamble. Interpreted as broadly as such terms 
reasonably allow, the device 12 of Deady is equivalent to the claimed "prophy chip"; and either 
hose 6 or faucet 5 or both are equivalent to the claimed "dental rotary instrument". Note that 
hose 6 or faucet 5 can be rotated manually and can be used for dental purposes. 

Applicant further argued that Deady's shaft 1 3 does not contain the connecting means 7 
since there is a hose 6 there between. Note that if hose 6 is considered to be the dental rotary 
instrument, then the shaft 13 must have some type of connecting means connecting the shaft 
13 and hose/dental instrument 6 as shown in Figure 1. Alternatively, if the faucet 5 is 
considered to be the dental rotary instrument, then both the handle 13 and hose 6 are 
considered to be equivalent to the claimed "shaft" containing a connecting means 7. 

Applicant further argued that Deady and Hirota are not analogous prior art. It is 
maintained that Deady and Hirota are analogous arts since Deady's washing device can be 
used for washing skin and Hirota's composition is for applying onto the skin. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify 
Deady/Politzer by utilizing such particular grindstone of Ca 10 (PO 4 ) 6 (OH)2 embedded in the 
sponge in order to effectively clean and exfoliate the skin, while enhancing immunity as taught 
by Hirota et al. 

As for Applicant's arguments regarding St. Cyer, it is also maintained that St. Cyer's 
device being mounted onto handle 16 which can be considered to be equivalent to the claimed 
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"dental rotary instrument" since the handle 16 can be rotated manually and the device can be 
used for dental purposes such as cleaning a large animal's teeth. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1 .136(a). A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from the mailing date of this action. In the event a first reply is filed 
within TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX MONTHS from the 
mailing date of this final action. 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HAO D. MAI whose telephone number is (571)270-3002. The 
examiner can normally be reached on Monday-Friday. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Cris Rodriguez can be reached on (571) 
272-4964. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

8. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Hao D Mai/ 

Examiner, Art Unit 3732 



/Cris L. Rodriguez/ 

Supervisory Patent Examiner, Art Unit 3732 



